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earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 18 April 2006 . 
2a)\3 This action is FINAL. 2b)l3 This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Experts Quayle, 1935 CD. 11. 453 O.G. 213. 

Disposition of Clalnfis 

4) E1 Claim(s) 1-12 and 17 is/are pending in the application. 

4a) Of the above claim{s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) ^ Claim(s) 1-12 and 17 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement 

Application Papers 

9) n The specification is objected to by the Examiner, 

10)K The drawing(s) filed on 26 June 2003 is/are: a)KI accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet{s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) M Notice of References Cited (PTO-892) 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 



4) O Inten/iew Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) n Notice of Infomr^al Patent Application (PTO-152) 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 7-05) 



Office Action Summary 



Part of Paper No./Mail Date 20060630 



Application/Control Number: 1 0/606, 1 99 Page 2 

Art Unit: 2877 

DETAILED ACTION 

Response to Remarks 

1 . Acknowledgement is made of applicants response filed on April 1 8, 2006 in response to 
the office action mailed on October 19, 2005. After careful review of applicant's response and 
fiirther prior art search based on it, the Examiner has discovered new documents that are relevant 
to applicant's claimed invention. In view of the new prior art discovered, the rejections of the 
previous office action have been withdrawn, and therefore the remarks and/or arguments 
presented by the applicant are moot. Rejection based on the newly discovered prior art is the 
subject of this office action. 

Claim Rejections - 35 USC §101 

2. The 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

3. Claim 1 is rejected under 35 U.S.C. 101 because the claimed invention is directed to non- 
statutory subject matter . 

4. Claim 1 is rejected because it is claiming a non-tangible result. In claim 1, merely 
determining a thickness would not appear to be sufficient to constitute a usefiiU concrete and 
tangible result , since the outcome of the determining step has not been used in a disclosed 
practical application nor made available (in the claim) in such a manner that its usefulness in a 
disclosed practical application can be realized. See OG Notices: 22 November 2005, "Interim 
Guidelines for Examination of Patent Applications for Patent Subject Matter Eligibility". 

5. Claims 12 and 13 are rejected for reasons similar to the reason for rejection of claim 1 
above. 
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The applicant is requested to determine whether the claimed invention complies with the 
subject matter eligibility requirement of 35 U.S.C. Sec. 101, sentence 3, in the OG Notice from 
22 November 2005, which states "In determining whether the claim is for a practical application, 
the focus is not on whether the steps taken to achieve a particular result are useful, tangible, and 
concrete, but rather that XhQ final result achieved by the claimed invention is "useful, tangible, 
and concrete." 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 1-3 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ogata 
et al (US_2002/0037462 Al). 

8. Claims 1-3 and 17 are rejected because: 

A. Ogata et al (Ogata hereinafter) teach a method comprising providing first measured data 
indicative of at least the thickness of at least one layer of the structure in at least selected 
sites of the structure prior to said processing of the structure, and applying optical 
measurements to at least said selected sites in the structure after said processing and 
generating second measured data indicative of at least the thickness of the processed 
structure and amending the second measured data by interpreting it using the first 
measured data to thereby determine a thickness of at least one layer of the processed 
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structure (see paragraph [0013]), said determined thickness being indicative of the quality 
of said processing (see paragraph [0098]) for use in controlUng processing of a structure. 

B. However, Ogata does not explicitly disclose of analyzing the second measured data by 
interpreting it using the first measured data. 

C. It is obvious to one of ordinary skill in the art that Ogata's teaching of a controller for 
amending a set value based on the fist measured data (see paragraph [0013]) is the 
functional equivalent of applicant's analyzing the second measured data by interpreting it 
using the fu'st measured data. 

9. Claims 4-7 are rejected for the same reasons of rejection of claim 1 above and because 
Ogata teaches controlling the process of material removal from the structure (see paragraphs 
[0065], [0067], [0131]). 

10. Claims 8-12 are rejected for the same reasons of rejection of claim 1 above and because 
in view of Ogata's teaching of determining the thickness of various layers, it would have been 
obvious to one of ordinary skill in the art to use routine experimentation to obtain a desired result 
with regard to measuring thickness and removing/depositing material from the substrate to 
achieve a desired quality. 

Conclusion/Status Information 

1 1 . The prior art Stem et al (US_4,967,370), specifically the reference feature shown in 
Figures 9a and 9b, is made of record and not relied upon in this office action, is considered 
pertinent to applicant's disclosure. 

12. Several facts have been relied upon from the personal knowledge of the examiner about 
which the examiner took Official Notice in this office action. Applicant must seasonably 
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challenge well known statements and statements based on personal knowledge when they are 
made. In re Selmi, 156 F.2d 96, 70 USPQ 197 (CCPA 1946); In re Fischer, 125 F.2d 725, 52 
USPQ 473 (CCPA 1942). See also In re Boon, 439 F.2d 724, 169 USPQ 231 (CCPA 1971) (a 
challenge to the taking of judicial notice must contain adequate information or argument to 
create on its face a reasonable doubt regarding the circumstances justifying the judicial notice). If 
applicant does not seasonably traverse the well-known statement during examination, then the 
object of the well known statement is taken to be admitted prior art. In re Chevenard, 139 F.2d 
71, 60 USPQ 239 (CCPA 1943). A seasonable challenge constitutes a demand for evidence made 
as soon as practicable during prosecution. Thus, applicant is charged with rebutting the well- 
known statement in the next reply after the Office action in which the well known statement was 
made. 

13. Any inquiry concerning this communication or earlier commimications from the 
examiner should be directed to Roy M. Punnoose whose telephone number is 571-272-2427. 
The examiner can normally be reached on 9:00 AM - 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gregory J. Toatley, Jr. can be reached on 571-272-2800 ext.77. The fax phone 
number for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
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system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Roy M. Puttnoose 



August 07, 2006 Roy M. Pubnoose 

Patent Examiner 
Art Unit 2877 



